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several state legislatures, and of the federal congress, relating to 
the subject. 
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NortHaMm WarrREN CorpPorRATION v. UNIVERSAL Cosmetic Co. 
United States Circuit Court of Appeals, Seventh Circuit 
May, 1927 


TrapE-Marks—INFRINGEMENT—‘CUTEX” AND “CuTICLEAN”—REMOVING 


Liqum—INJUNCTION. 

Whether trade-mark infringement exists depends not upon the 
use of identical words, nor on the question as to whether the two marks 
are so similar that a person looking at one would be deceived into 
the belief that it was the other, but it is sufficient if one adopts a trade- 
name or mark so like another in form, spelling or sound that one, 
with no very clear recollection as to the real mark, is likely to become 
confused. “Cuticlean” held to infringe “Cutex.” 

In equity. Action for trade-mark infringement and unfair 
competition. From a decision dismissing the bill, plaintiff ap- 


peals. Reversed. 


Mock and Blum, of New York City, for appellant. 
Edwin J. Lawlor, of Chicago, IIll., for appellee. 


Before AtscHULER, Pace and ANperson, Circuit Judges. 


Pace, C. J.: In appellant’s suit, charging appellee with un- 
fair competition and infringement of its registered trade-mark, 
“Cutex,” the master’s findings, favorable to appellant, were reversed 
by the court and the bill dismissed. The evidence was not sufficient 
to justify a finding for appellant on the charge of unfair competi- 
tion. 

Numerous of the articles made and sold by the parties were, 
as to the purposes for which they were intended and advertised to 
the public, substantially identical. Appellee said in argument that 
the formula for the cuticle removing liquid was probably the same 
in both articles. 

Appellee used as its designating trade-mark the unregistered 
“Cuticlean,” and the only question is, Is there, considering the pur- 
poses for which they were used, such a similarity in the words 
“Cutex” and “Cuticlean” as to amount to an infringement? 

The words were fashioned by the respective parties and neither 
word had any pre-existence or meaning. This case differs in that 
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respect from the cases of Potter Drug Co. v. Pasfield Soap Co., 102 
Fed. 490, 494 (106 Fed. [C. C. A.] 914) Flerlume Sign Co. v. 
Opalite Sign Co., 292 Fed. 98 (7th C.C. A. [13 T. M. Rep. 453].) 

A trade-mark is but a species of advertising, its purpose being 
to fix the identity of the article and the name of the producer in 
the minds of the people who see the advertisement, so that they 
may afterward use the knowledge themselves and carry it to others 
having like desires and needs for such article. 

All advertising is an appeal to human interest and instincts, 
and its value has become so well-known that manufacturers, mer- 
chants and other concerns, having property for sale, oftentimes 
spend millions annually in creating a market and keeping open 
markets already created. Experience seems to justify such ex- 
penditures. 

While the human mind drops and forgets much that it hears 
and sees, yet it holds fast to some word, place, name, sign or sym- 
bol contained in an advertisement, through which some human 
need had been supplied, and that recollection is carried by the 
people into times and places far removed from the times and places 
of the publication. Great newspapers publish an advertisement 
for a day, but many of the people who read publish it again through 
many days and places. The spread of an advertisement among 
people is like ever-spreading ripples from a pebble thrown into 
still water. The ripples go out and out in an ever-increasing circle 
from a common center long after the pebble is lost to sight, and 
although the ripples become fainter and fainter the originating cen- 
ter can always be found until the water’s surface is again at rest. 
Throwing pebbles into water is child’s play, but knowledge of a 
trade-mark, through advertising and as carried by the people, is an 
important, valuable business asset, gained at much expense. It is 
a right which the one who creates it may say shall not be obstructed 
or confused by unfair methods or practices of competitors, so long 
as it continues to carry force, although the force may be far-spent 
and the recollection of the origin dimmed. It is at such times that 
great harm may be done by confusion, arising from the use of trade- 
names or trade-marks but slightly resembling that of a competitor. 
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One entering a field of endeavor already occupied by another 
should, in the selection of a trade-name or trade-mark, keep far 
enough away to avoid all possible confusion. 

We can see no purpose or reason for the selection of “Cuti- 
clean” by one entering the field where another is doing a similar 
business using as its trade-mark “Cutex,” except it be done with 
the hope that benefit might accrue from the similarity. There can 
be no excuse or justification for such acts. 

Whether there is an infringement of a trade-mark does not 
depend upon the use of identical words, nor on the question as to 
whether they are so similar that a person looking at one would be 
deceived into the belief that it was the other, but it is sufficient if 
one adopts a trade-name or a trade-mark so like another in form, 
spelling or sound that one, with a not very definite or clear recol- 
lection as to the real trade-mark, is likely to become confused or 
misled. 

The decree of the District Court is reversed, with directions 
to enter a decree in accordance with the findings herein. 


Tue W. T. WaaGner’s Sons Company v. Orance Snap Company 
United States Circuit Court of Appeals, Fifth Circuit 
April 12, 1927 


Trape-Marxks AND Trape-Names—GInGeR ALE AND OraNGe SNAP AND 

Lemon Snap—Goops or Unuike Descriptive Properties. 

Two beverages, such as ginger ale and orange or lemon snap, 
are not to be considered as being of the same class when the general 
and essential characteristics are so different that a person desiring one 
of them would not be likely to be misled into accepting the other 
because the same word was used in its name as was used in the 
different descriptive name of the other. Whether the word “Snap” 
can be a lawful trade-mark for ginger ale, query. 


In equity. Suit for alleged trade-mark infringement. From 
a decision dismissing the complaint, plaintiff appeals. Affirmed. 


Gordon Saussy and Walter F. Murray for appellant. 
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Frank M. Oliver (Joseph C. Hester and Frank M. Oliver on 
the brief) for appellee. 


Before Waker, Bryan and Foster, Circuit Judges. 


Waker, J.: This is an appeal from a decree dismissing a 
bill filed by the appellant, The W. T. Wagner’s Sons Company, an 
Ohio corporation, which asserted the claim that the appellee’s use 
of the word “snap” in its corporate name Orange Snap Company, 
and in the names of nonalcoholic beverages sold by appellee, in- 
fringed appellant’s trade-mark consisting of that word. The evi- 
dence showed the following: On April 28, 1908, the word “Snap” 
was registered in the United States Patent Office as a trade-mark 
for ginger ale under an application filed December 13, 1907, by 
W. T. Wagner’s Sons, a firm domiciled in Cincinnati, Ohio, which 
stated that applicants “have adopted for its use the trade-mark 
shown in the accompanying drawing for ginger ale, in Class 45, 
Beverages, nonalcoholic.” The drawing referred to contained, at 
the top of the sheet, the following: “W. T. Wagner’s Sons. Gin- 
ger Ale,” and in the middle of the sheet the single word “Snap.” 
The appellant has not used the word “Snap” in connection with any 
product marketed by it other than ginger ale, though it produces 
and sells other non-alcoholic beverages, including beverages from 
fruit juices. Appellee produces and markets nonalcoholic beverages 
from fruit juices under the names “Hamilton’s Orange Snap” and 
“Hamilton’s Lemon Snap.” 

The evidence did not indicate that prior to the filing of the 
bill in this case the appellant had done anything to disclose a pur- 
pose to acquire the right to the exclusive use of the word “snap” 
in connection with any product other than ginger ale. It seems 
that that word is not subject to be appropriated for exclusive use 
in connection with ginger ale, because it is descriptive of qualities 
of that beverage. As colloquially used the word “snap’’ is not 
inappropriate to describe the qualities of life, briskness, exhilara- 
tion, pungency, or “pep” possessed by ginger ale, and to distinguish 
it from a liquid which is flat and lifeless to the palate. A word or 
name which is descriptive of a class of goods with reference to 
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which it is used cannot be adopted as a trade-mark and thereby 
appropriated to the exclusive use of anyone. Goodyear’s India 
Rubber Glove Mfg. Co. v. Goodyear Rubber Co. 128 U. S. 593; 
Columbia Mill Co. v. Alcorn, 150 U. S. 460; Standard Paint Co. v. 
Trinidad Asphalt Mfg. Co. 220 U. S. 220 [1 T. M. Rep. 10}. 

But, assuming that appellant acquired the right to an exclusive 
use of the word “snap,” its right to such exclusive use extended 
only to ginger ale, the product set forth in the registration, and to 
“merchandise of substantially the same descriptive qualities as 
those” of ginger ale (Act March 19, 1920, section 4, 41 Stat. 53x) 
or other beverages of the same general class. The evidence did 
not show that appellee’s above mentioned beverages possessed sub- 
stantially the same descriptive qualities as are possessed by ap- 
pellant’s ginger ale or any other ginger ale or beverage of the same 
general class. Appellee’s Orange Snap and Lemon Snap are fruit 
beverages. 

Ginger ale is not a fruit beverage, and is not a beverage of 
substantially the same descriptive properties as those of fruit bever- 
ages. For two beverages to be of the same general class it is not 
enough that each of them is nonalcoholic and contains a principal 
ingredient derived from a plant, however different the plants may 
be. Two beverages are not to be considered as being of the same 
class when the general and essential characteristics of them are so 
different that a person desiring one of them would not be likely to 
be misled into accepting the other because the same word is used 
in its name as is used in the different descriptive name of the one 
desired. John Sexton & Co. v. Schoenhofen Co., 273 Fed. 337, 11; 
Virginia Baking Co. v. Southern Biscuit Works 68 S. E. 261; 
Beech-Nut Packing Co. v. P. Lorillard Co., 299 Fed. 834; 38 Cyc. 
686 [14 T. M. Rep. 351]. It cannot well be supposed that one 
would buy a beverage called Hamilton’s Orange Snap in the belief 
that he was getting W. T. Wagner’s Sons Company’s Snap Ginger 
Ale. We conclude that if the appellant had a valid trade-mark in 
the word “Snap” used with reference to ginger ale its exclusive 
right was not infringed by the appellee’s use of the same word in 
its corporate name and in the names of its fruit beverages. 
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The evidence afforded no basis for the granting of relief on the 
ground of unfair competition. It was not made to appear that 
appellee was guilty of any desceptive imitation of the dress adopted 
by appellee for its products, or that appellee’s products were 
palmed off, or were attempted or intended to be palmed off, for 
appellant’s ginger ale or any other product of the appellant. 

The decree is affirmed. 


Hicks, AL1EN Property Custopian v. ANCHOR PackiNG Co. ET AL. 
(16 F. [2d] 793) 


United States Circuit Court of Appeals, Third Circuit 


December 21, 1926 


Trape-Marks—TrapinG with Enemy Act. 

Where Federal Trade Commission granted license to use enemy- 
owned trade-mark, under Trading with the Enemy Act, without seiz- 
ing property or acquiring title, licensee did not become owner of 
trade-mark, but only acquired right to use it for limited time on 
stated royalty, and could not challenge licensor’s power, nor claim 
that it received more than licensor had power to give. 

Same—Same—Ricurt or Licensee. 

_ Where licensee of foreign-owned trade-mark uniformly recog- 
nized foreign owner’s ownership and paid royalties for its use, and in 
application to Federal Trade Commission for license to use such 
enemy-owned trade-mark under Trading with the Enemy Act con- 
ceded such ownership, held, that licensee could not claim ownership 
as appurtenant to its business when license was granted and when 
Alien Property Custodian seized it under section 7. 

Same—Unrar Compemition—Limitep License—Dors Nor  EsrtaswisH 

OwneERSHIP. 

Grant of exclusive use of trade-mark, limited as to duration and 
place, does not convey title or establish ownership of trade-mark in 
licensee or in purchaser of trade-marked goods for resale. 

Same—Same—OwnersuHip oF MarkK—VeEsTeD 1N CusTODIAN. 

Under Trading with the Enemy Act, where trade-mark was 
seized by Alien Property Custodian, subject to license to use pre- 
viously granted by Federal Trade Commission, held, that Custodian 
because “owner” thereof, with section 10 (f), and was entitled to 
recover for its use. 


In equity. Appeal from the District Court of the United 
States for the District of New Jersey. Action for two infringement. 
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Bill dismissed and plaintiff appeals. Reversed, with directions. 


Herman J. Galloway, Asst. Atty. Gen., Walter G. Winne, U. S. 
Atty., of Hackensack, N. J., and Harry E. Knight and 
Joseph Henry Cohen, Sp. Asst. Atty. Gen., for appellant. 

George J. Harding and Frank S. Busser, both of Philadelphia, 
Pa., and Scott Scammell, of Trenton, N. J., for appellee, 
Anchor Packing Co. 

Samuel R. Wachtell, of New York City, for appellee, Hungar- 
ian Rubber Factory. 

James Garretson, of New York City, Seiforde M. Stellwagen, 
of Washington, D. C., and Joseph H. Choate, Jr., of New 
York City, amici curiae. 


Before Burrinaeton, Woo.tuey and Davis, Circuit Judges. 


Woo ttey, C. J.: This suit was instituted by the Alien Property 
Custodian against the Anchor Packing Company, a New Jersey 
corporation, to recover for the use of the trade-mark “Tauril,” 
registered here by the Ungarische Gummiwaarenfabrik Actienge- 
sellschaft, a corporation of Austria-Hungary, in connection with 
the sale of patented high pressure packing, for whose use in the 
United States, first the Hungarian Company and later the Federal 
Trade Commission, under authority of the Trading with the Enemy 
Act (40 Stat. 411 [Comp. St. §§ 311514a-311514j], gave the 
Anchor Company exclusive licenses for limited periods. 

The Custodian, acting under the amendment to subsection (c) 
of section 7 of the Trading with the Enemy Act, approved November 
1, 1918 (40 Stat. 1020 [Comp. St. § 311514d]), which authorized 
the seizure of enemy-owned trade-marks, seized the trade-mark in 
question as enemy-owned and, thereafter regarding himself the 
“owner,” brought this action under section 10 (f), of the Act, being 
Comp. St. § 811514ee, which provides that: 

“The owner of any * * * trade-mark * * * under which a 
license is granted hereunder may, after the end of the war and 
until the expiration of one year thereafter, file a bill in equity 
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against the licensee * * * for recovery from the said licensee for all 
use and enjoyment of the said * * * trade-mark. * * *” 

At the trial the Anchor Company first denied that the trade- 
mark was owned by an enemy, next claimed ownership in itself, and 
finally contended that, whoever may own it, the Custodian, even 
though the seizure were lawful, is not the “owner” within the 
sense of section 10 (f) and is without right to recover thereunder. 
The Hungarian Company, concededly the original owner and an 
enemy during the war, having been granted leave to intervene, 
claimed that it, as against both the Anchor Company and the 
Custodian, is the owner of the trade-mark and that it alone has a 
right to maintain an action under the cited section of the Act. 

Thus were raised three distinct issues of ownership. We shall 
refer to the facts out of which they grew when we come to the dis- 
cussion. 


The learned trial court, while it did not expressly find that the 
Anchor Company is not the owner of the trade-mark, made such a 
finding by necessary inference from its finding that the legal title 


is in the Hungarian Company. It rested its decision of the case, 
however, not so much on the ownership of one or the other of these 
corporations as on the lack of ownership in the Custodian, the plain- 
tiff. Not having the advantage of authoritative decisions subse- 
quently rendered, the learned trial court construed the Trading 
with the Enemy Act in the light of its original enactment, namely, 
as a purely conservation measure under which the Custodian was a 
mere trustee of enemy seized property to be recovered by the ene- 
my owner after the war, and failed to note the force of the amend- 
ments to the Act made from time to time as the war progressed. 
Under this construction the trial court, regarding the enemy owner 
as the “owner” intended by section 10 (f) of the Act with the 
right after the war to sue for the use and enjoyment of its trade- 
mark which had been licensed by the Federal Trade Commission 
and holding that the Custodian had not, even by valid seizure, be- 
come the “owner,” dismissed the bill. 

The Alien Property Custodian alone appealed. It would seem 
that the only issue on appeal is his ownership of the trade-mark and, 
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accordingly, his right to maintain this action under the quoted sec- 
tion of the Act. Having prevailed on the main issue of non-owner- 
ship in the Custodian and being without practical reason for attack- 
ing the decision, the defendant and intervening corporations very 
naturally did not appeal. Yet the decree is here. We shall, 
therefore, review it as rendered on the three issues raised and tried. 



















The Anchor Packing Company 


The issue of the Anchor Company’s ownership of the trade- 
mark “Tauril” is one of fact considered in respect to familiar trade- 
mark law as affected by the war Act in question. 

The Hungarian Company long ago established a business in 
this country for the sale of its foreign-made wares under its trade- 
mark “Tauril.” In 1904 it registered the mark in the United 
States Patent Office. In 1908 the Hungarian Company, reserving to 
itself the exclusive right of manufacture everywhere, appointed the 
Anchor Packing Company, a Delaware corporation, the defendant's 
predecessor, its “exclusive selling agents” in the United States for 
a product bearing the named trade-mark, goods to be shipped to, 
delivered by, and payments to be made through the Strobel & Wil- 
ken Company of New York, the American business representative 
of the Hungarian Company. 

In 1911, the defendant, the New Jersey corporation, succeeded 
the Delaware corporation of the same name. Business continued 
as before. When the war interrupted shipments, the Hungarian 
Company, in 1915, licensed the Anchor Company to use its trade- 
mark on American-made packing at a royalty of seven cents per 
pound until shipments might be resumed. In May, 1917, shortly 
after the United States declared war with Germany, the parties 
entered into a supplemental agreement fixing the royalty at six 
cents per pound. On October 6, 1917, the Trading with the Ene- 
my Act was approved. 40 Stat. 411. Among other things that 
Act permitted any citizen of the United States to apply for the 
use of an enemy-owned trade-mark (section 10 [c]) and authorized 
the President, or an officer acting under his direction (section 5 [a], 
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being Comp. St. § 311514c), to grant a license for its use on such 
terms as he should decide. On October 12, 1917, the President by 
executive order vested this power in the Federal Trade Commis- 
sion, to be exercised “only under exceptional circumstances.” On 
December 7, 1917, war was declared with Austria-Hungary (40 
Stat. 429). Two days later the Anchor Company filed with the 
Federal Trade Commission an application for a license for the 
exclusive use of the trade-mark “Tauril,’” showing as a persuasive 
circumstance the fact that it and its predecessor had, since 1908, 
used the trade-mark in this country. The license was granted— 
and accepted—on a six cents per pound royalty. 

On August 4, 1920, the Custodian, under authority of the 
amendment of November 4, 1918 (40 Stat. 1020), seized the trade- 
mark subject to the license issued by the Federal Trade Commission. 

On July 2, 1921, Congress declared the war between the United 
States and Austria-Hungary at an end. The seas then being open, 
the Hungarian Company and the Anchor Company, on May 13, 
1922, entered into a new sales agreement including a license to the 
Anchor Company for the exclusive use of the trade-mark in con- 
nection with the sale in the United States of its foreign-made pack- 
ing. By this contract the Anchor Company agreed to pay the 
Hungarian Company $25,000 in full for all royalties earned and 
accrued under the Federal Trade Commission license. On June 
28, 1922, the Hungarian Company brought suit in a District Court 
against the Anchor Company under section 10 (f) of the Act to 
recover for the use of its trade-mark under the license granted by 
the Federal Trade Commission; and on July 1, 1922, the Alien 
Property Custodian brought this action under the same provision 
to recover for the same use. 

The Anchor Company bases its claim to ownership of the trade- 
mark “Tauril” primarily on the familiar law that a trade-mark can- 
not exist, or, if property, it is not the subject of ownership except 
in connection with an existing business. Hanover Star Milling Co. 
v. Metcalf, 240 U. S. 403, 413, 414, 36 S. Ct. 357, 360, 60 L. Ed. 
713 [6 T. M. Rep. 149]; Rosenberg Bros. v. Elliott (C. C. A.) 7 
F. (2d) 962 [15 T. M. Rep. 479]; Beech-Nut Packing Co. v. Loril- 
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lard (C. C. A.) 7 F. (2d) 967 [6 T. M. Rep. 12]; and on the as- 
sertion that neither the Hungarian Company nor the Federal Trade 
Commission, licensors at different periods, had a business in the 
United States in connection with which to use the trade-mark, but 
that it alone was engaged in such a business. From this law the 
Anchor Company deduces two claims of ownership; the first, ‘“‘as- 
suming that the trade-mark was owned by the Hungarian Company, 
an enemy, at the time of license, the grant to the (Anchor Company ) 
by the Federal Trade Commission of the exclusive right to use the 
trade-mark made the (Anchor Company) the owner of the trade- 
mark subject to the obligations of the license.” 

The license of the trade-mark by the Federal Trade Commis- 
sion before seizure was a war act exercised under a war law in re- 
spect to a privilege which this country had in time of peace bestowed 
upon one who later became an enemy. War, and war legislation, 
superseded certain phases of the ordinary law of trade-marks and 
substituted the sovereign in their place. So, in granting a license 
for an enemy-owned trade-mark the Federal Trade Commission, 
acting for the United States, exercised the dominion of the sover- 
eign over enemy property; and it did it without seizing the prop- 
erty and without acquiring title. Not having title of its own, the 
Federal Trade Commission could convey none to the Anchor Com- 
pany through license or otherwise. It granted the Anchor Com- 
pany only the right of use which theretofore belonged to the enemy 
owner and then for a limited time on a stated royalty. This the 
Anchor Company accepted, and as licensee it is not in position to 
challenge the power of its licensor; or can it validily claim more 
than the licensor gave it or more than the licensor had power to 
give. The business of the Anchor Company, however appurte- 
nant to the trade-mark before the war, did not during the war 
draw the trade-mark to it and thereby divest the enemy owner of its 


title or limit the war power of the United States either to license or 
seize it. 


Still relying on the possession of an appurtenant business, the 
Anchor Company’s other contention is that it “was the owner of 
the trade-mark at the time the license to use it was granted by the 





214 SEVENTEEN TRADE-MARK REPORTER 


Federal Trade Commission * * * in 1918, and at the time the Alien 
Property Custodian attempted to seize it in 1920, and at the date 
of suit.” 

The answer to this claim of ownership is found in the agree- 
ments between the two companies. In these agreements the Anchor 
Company uniformly recognized ownership of the trade-mark in the 
Hungarian Company and agreed to pay, and did pay, royalties for 
its use in connection, first and last, with the foreign-made product 
and during the interval of the war with the American-made product. 
In addition to its concessions of the Hungarian Company’s owner- 
ship made without qualifications in the several contracts referred 
to, the Anchor Company, in its application to the Federal Trade 
Commission for a license to use the trade-mark, in terms conceded 
that the legal title was in the Hungarian Company. Moreover, the 
Anchor Company at no time asserted its ownership by availing itself 
of the provision of the Act whereby a person not an enemy could 
reclaim his property mistakenly seized. 

A grant of an exclusive use of a trade-mark, limited as to 
duration and place, whether made in contracts for sale of its asso- 
ciated wares or by specific license, does not convey title or establish 
ownership of the trade-mark in the licensee or in one who pur- 
chases marked goods for resale. By such contracts or licenses the 
Anchor Company acquired only a right to a limited use of the 
trade-mark. Until seized, the reversionary interest in that use 
remained in the owner, and so did the title. Here again the Anchor 
Company, being in substance a licensee under certain contracts 
and in terms a licensee under other contracts with Hungarian 
Company, is not in position to challenge, much less to claim, the 
title of its licensor. We therefore hold on the facts and the law 
that the Anchor Company was at no time the “owner” of the trade- 
mark, 


The Hungarian Company 


There are three facts which bear on the Hungarian Company’s 
claim of ownership of the trade-mark. Thereafter the question 
is one of law. These are: (1) Ownership by the Hungarian Com- 
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pany when an enemy; (2) license for the use of the trade-mark by 
the Federal Trade Commission before seizure; (3) its seizure by the 
Alien Property Custodian subject to the license. In a situation 
embracing, mutatis mutandis, the first and last facts, the Supreme 
Court has rendered a decision which in our judgment rules the 
instant question. That was in United States v. Chemical Founda- 
tion, 47 S. Ct. 1, 71 L. Ed.—, affirming this court, 5 F. (2d) 191, 
which in turn affirmed the District Court, 294 F. 300. That case 
concerned the validity of sales of enemy-owned patents and trade- 
marks made by the Custodian after seizure. Paraphrasing its 
language somewhat, the Supreme Court said: “The former enemy 
owners have no claim against the trade-marks or the proceeds de- 
rived from the sales. The provision of the Act that after the war 
enemy claims shall be settled as Congress shall direct conferred no 
rights upon such owners. Moreover, the Treaty of Budapest and 
the Treaty of Trianon prevent the enforcement of any claim by 
Austria-Hungary or its nationals against the United States or its 
nationals on account of the seizures and sales in question.” 


From this it is clear that the Hungarian Company, when the 
Custodian seized its trade-mark, parted with its ownership and 
also with its claim to the proceeds of the license for its use. We 
hold that at the time this suit was brought the Hungarian Com- 
pany was not the “owner” within the meaning of section 10 (f) of 
the Act. 


Alien Property Custodian 


The issue of the Custodian’s ownership of the trade-mark is 
one of law. It arises from the construction to be given the Trad- 
ing with the Enemy Act and is based on two official acts author- 
ized by the statute: One, the license of the trade-mark; and the 
other, its seizure. Sections 5 (a) and 10 (c), 40 Stat. 411; section 
12 as amended by the Act of March 28, 1918, 40 Stat. 459, and 
subsection (c) of section 7 as amended by the Act of November 4, 
1918, 40 Stat. 1020. 

The amendment to subsection (c) of section 7 of the Act ap- 
proved November 4, 1918, authorized the Custodian to seize enemy- 
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owned “patents, copyrights * * * trade-marks, choses in action, 
and rights and claims of every character and description owing 
or belonging to * * * an enemy. * * *” On August 4, 1920, the 
Custodian, determining that the Hungarian Company was an en- 
emy, seized the trade-mark “Tauril,’ together with “the business 
of said enemy appurtenant thereto, and every right, title and inter- 
est with respect thereto,’ and demanded, under the terms of the 
Act, that the trade-mark, together with the rights enumerated, 
subject to the rights of the Anchor Packing Company, as licensee 
of the Federal Trade Commission, be transferred, assigned and de- 
livered to him, to be held and administered as provided by law. This 
demand—a symbolic act of capture—was addressed to the Commis- 
sioner of Patents and the Anchor Packing Company, the defendant. 
The quoted provision of the statute is broad enough to warrant the 
demand thus made and the demand was broad enough to embrace 
the license and accrued royalties. 

When the Custodian, by seizure, acquired the trade-mark and 
its legal appurtenances, did he gain an ownership in them that en- 
titled him to the statutory rights and remedies of an owner? In 
the Chemical Foundation Case we said: “Upon the seizure of enemy 
property under authority of the Act the title of the enemy owners 
passed out of them. Passing out of them, it went somewhere.” We 
did not have occasion to determine where it went, whether to the 
Custodian or the United States. And so the Supreme Court in the 
same case expressly held that on seizure the enemy owner lost all 
rights in his property, and, in sustaining sales of enemy-owned pat- 
ents and trade-marks which the Custodian had seized, it would 
seem that, by necessary implication, the Supreme Court decided that 
the Alien Property Custodian had at least the legal title to them. 


As the Custodian was held in that case to be the owner of such prop- 
erty for purposes of sale, we think he is the owner of the profits 
arising from the licensed use of the trade-mark for purposes of 
their recovery by suit. Section 10 (f) provides an owner with such 
a remedy. 


At the institution of this suit, section 10 (f) remained as en- 
acted. It is clear that, when enacted, the Congress did not have 
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the Alien Property Custodian in mind, for the reason that under 
the original terms of the Act he could not seize and therefore could 
not own a trade-mark. But later the Congress by amendments 
changed the whole character of the Act and gave the Custodian 
power to seize and sell trade-marks. United States v. Chemical 
Foundation, supra. Legislation when enacted is not always re- 
stricted to the then present conditions; it is generally phrased to 
cover unknown conditions as later they may arise within the general 
scope of the legislative intent. A new owner appeared in the statute 
when the Congress created him by the amendments of March 28, 
1918, and November 4, 1918, authorizing the Custodian to seize 
and sell enemy-owned trade-marks with their incidents, which with- 
out doubt include profits from a licensed use. 

It would, we think, be wrong to hold that the Congress, when 
it created the Custodian an owner of seized enemy property for 
certain purposes, at the same time withheld from him the remedies 
which the statute affords an owner of such property. But for 
section 10 (f) of the Act there is not available to the Custodian any 
remedy by which he can assert his rights of ownership in respect to 
a licensed use of a trade-mark or by which he can recover for their 


invasion. When the Congress created this quality of ownership in 
him it became necessary to infer that it intended to give him all 
the attributes of ownership defined by the Act and, finding provision 
already made for recovery of a licensed use by the owner of a trade- 
mark, it may be assumed that the Congress regarded that provision 
sufficient to cover the case of the Custodian. 


A liberal construction of this section has been deemed neces- 
sary to effect the purposes of the Congress and to give a remedy 
where later the Congress by amendment conferred a new right in 
respect to an old subject. Miller v. Robertson, 266 U. S. 248, 45 
S. Ct. 78, 69 L. Ed. 265; Reising v. Deutsche, etc. (C. C. A.) 15 
F. (2d) 259. With this in mind, it is evident the Congress did not 
limit section 10 (f) to the only owner contemplated by the statute 
at the time of its enactment. When clothed by amendment with 
the characteristics of an “owner” of the trade-mark, we think the 
Custodian came within that general term as it appeared in that 
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section, not when enacted but at the time of the commencment of 
suit, Reising v. Deutsche, etc., supra, and as the profits from the 
licensed use of the trade-mark belong to the Custodian alone, he 
has the right of owner to sue for them. 

The decree of the District Court is reversed with direction that 
the bill be reinstated and the case be tried and decided in con- 
formity with this opinion. 


MouineE Pressep Steet Company v. Davis & Voretscn, Inc. 


United States District Court, Southern District of New York 


April 29, 1927 


Unram Competirion—Repiica oF FaminiAr Ossects ror Toys—Ricur To 

MANUFACTURE—UNAvomaABLE SimiLarities Not INFRINGEMENTS. 

The manufacture of toys in replica of common objects is open to 
anyone; consequently, similarities in form and appearance are un- 
avoidable, and such confusion as may result is inherent in the right 
to compete at all. 

Same—Same—“Bouppy ‘L’” anv “Srurpiroy” ror Toys—DitstinGuisHinG 

DIFFERENCES. 

Plaintiff, a manufacturer of childrens’ toys made in replica of 
automobile trucks, express wagons, steam derricks, etc., sold under 
the trade-mark “Buddy ‘L’,” held without right to enjoin a competitor 
from the sale of similar toys made also in replica of familiar objects 
under the name “Sturditoys,” since the coloring, trade-marks and 
makers’ names on each were strikingly different, the only resemblances 
being those arising from the manufacture in replica of the same 
objects. 


In equity. Suit for alleged unfair competition. Bill dis- 
missed. 


Weill, Wolff & Satterlee, for plaintiff (George J. Haight of 
counsel), all of New York City. 

Edward A. Kenny and Lucius B. Weymouth, both of New York 
City, for defendant. 


Tuatcuer, D. J.: This is a motion for preliminary injunc- 
tion in a suit for unfair competition in the sale of toys. The plain- 
tiff, since 1921, has been engaged in manufacturing and selling 
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throughout the United States toys which are made in replica of 
automobile trucks, express wagons, tank trucks, steam derricks, 
etc. 

It is claimed that these toys, strongly constructed of sheet 
metal and designed to be operated or drawn by hand, were first 
introduced on the American market by the plaintiff, and that be- 
cause of the novelty and strength of their construction there has 
been an increasing demand for such toys, which became known 
to the purchasing public as the product of the plaintiff's manufact- 
ure. They have been sold under the distinctive trade-name 
“Buddy ‘L’.” 

Prior to March, 1924, the defendant, a jobber of toys, was 
engaged in selling toys for the plaintiff on commission, but at or 
about that date differences arose between the parties and their 
relations were severed. Thereafter the defendant made arrange- 
ments with another toy manufacturer for the manufacture of simi- 
lar toys, which it has sold under the distinctive trade-name “Sturdi- 
toy.” 

Suit is founded upon a charge of unfair competition in that 
the defendant’s toys are constructed and painted in simulation 
of the plaintiff's toys so as to lead the ordinary purchaser to be- 
lieve that in purchasing them he is purchasing genuine “Buddy ‘L’”’ 
toys made and sold by the plaintiff. 

Claim of simulation is rested upon four types, namely, an 
express wagon, a tank truck, a dump truck and a steam shovel. 

Upon the motion, a “Buddy ‘L’” and a “Sturditoy” of each 
type were submitted as exhibits. While certain features of con- 
struction are common to the “Buddy ‘L’”’ and the “Sturditoy,” 
visual comparison at once discloses that the features which dis- 
tinguish the defendant’s toys from those of the plaintiff in each 
case are quite sufficient to remove from the mind of the ordinary 
purchaser any impression that the toys are the product of the same 
manufacturer. 

Thus, while the two express wagons have black hoods and red 
frames and wheels, the bodies are of strikingly different colors, 
and one is marked “Buddy ‘L’ Line” while the other is marked 





220 SEVENTEEN TRADE-MARK REPORTER 


“American Railway Express.” Furthermore, the defendant's toy 
bears the legend “Sturditoys, Made by Pressed Metal Co., Paw- 
tucket, Rhode Island,” and at the top of the radiator the name 
“Sturditoy” is prominently displayed. 

It appears from the defendant’s affidavits that this model was 
actually copied from an American Railway Express truck. In the 
two oil tanks and in the two dump carts the hood and driver's seat 
are in black and the frame and wheels are in red; otherwise there 
is no similarity apparent upon casual inspection except such as 
would necessarily result in making two replicas of the same thing 
of about the same size. In the one case the oil tank is prominently 
marked “Sturdy Oil Co.,” and in the other, “Buddy ‘L’ Tank Line.” 

Except for similitude in the coloring of the hood, the driver's 
seat, frame and wheels, which are in black and red, the defendant’s 
dump car is quite distinctive in the coloring of its body and has 
prominently displayed thereon “Sturditoy Construction Co.” 

The steam shovels, aside from similarity of construction, are 
even more distinctive in appearance, and in the one case the steam 
shovel is prominently marked “Sturditoy Contracting Co.” and 
in the other, “Buddy ‘L’ Steam Shovel.” They are plainly replicas 
of the types of steam shovel used in excavation work, with which 
most city children are familiar. 

The affidavits submitted by plaintiff in support of its claim 
of actual confusion in the sale of these toys seem to me to indi- 
cate that the purchasers of “Sturditoys” have not been deceived 
or induced to believe that they were purchasing toys manufactured 
by the plaintiff. 

Certainly no one desiring to purchase a “Buddy ‘L’” toy be- 
cause of its reputation would fail to note the plain and distinctive 
markings upon the defendant’s toys. Toys are made for children, 
who wish to make believe, and so they must be made in replica of 
familiar objects, as the construction trucks, express wagons, steam 
shovels and tank trucks here in question are made. 

If it is true that the plaintiff’s toys were of novel construction 
and were made of sheet metal so as to be better imitations of the 
real things and much stronger than toys previously on the market, 
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and if it is true that because of their novelty such toys became 
associated in the public mind with the plaintiff as a source, in the 
absence of a grant of patent rights these facts can give the plain- 
tiff no right to prevent others from manufacturing and selling simi- 
lar toys, provided they do not palm off their toys as those of the 
plaintiff. 

Others being free to make toys constructed of the same mate- 
rials and in replica of the same objects as the plaintiff's toys, simi- 
larities in form and appearance are unavoidable in the exercise 
of free and fair competition, and such confusion as may result is 
inherent in the right to compete at all. 


Such similarities as have been shown are not in dressing the 
articles for sale but in the articles themselves. To enjoin the 
defendant from doing what is complained of would engross the 
business for the benefit of the plaintiff, who is entitled to no mo- 
nopoly. The principles controlling decision in this case have been 
too often declared to require further discussion. 

Meccano, Ltd. v. Wanamaker, 250 Fed. 450 [8 T. M. Rep. 


321]; John R. Rice & Co. v. Redlich Mfg. Co., 202 Fed. 155 
[3 T. M. Rep. 113]; Miller Rubber Co. v. Behrend, 242 Fed. 515 
[7 T. M. Rep. 99]. 


AMERICAN AGRICULTURAL CHEMICAL Co. v. Moore, State 


CoMMISSIONER OF AGRICULTURE AND INDUSTRIES 
(17 Fed. [2d] 196.) 


United States District Court, Middle District, Alabama 
January 22, 1927 


Trave-Marxs—Svurr Acainst Strate Orrictat—Nor Suir Acainst Strate. 

A suit against state commissioner of argriculture and industries 
to secure registration of trade-mark or trade-name used in sale of 
commercial fertilizer is not, in effect, a suit against the state. 

Same—SaMeE. 

Action of state commissioner of agriculture and industries in re- 
fusing permit for registration of trade-mark or trade-name used in 
sale of commercial fertilizer is subject to judicial control, since he 
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is vested only with quasi judicial function of prohibiting registration 
and sale of any fertilizer or fertilizer material with misleading or 
deceptive trade-marks or brand names. 

Same—Same—Test or MEAnInea. 

Where there is a conflict between etymological meaning of a word 
or phrase and its common or asserted significance as applied to arti- 
cle of trade or commerce, courts will hear evidence to determine how 
it is in fact understood when used in that connection. 

Same—Same—Unrair Competirion—Ricurt to Prorecrion. 

Any trade-mark or trade-name, not unlawful in itself or against 
public policy, which has become of pecuniary value or business advan- 
tage, becomes property right, and, as such, is entitled to protection 
afforded by the courts. 

Same—Same—“Sea Fown” wirn Picture or Birp—Fertmizer Hetp Nor 

DeEcEPTIVE OR FRAUDULENT. 

Use of name “Sea Fowl,” with picture of bird, on bags contain- 
ing commercial fertilizer, held not deceptive or fraudulent, so as to 
authorize refusal to register trade-mark or trade-name, in view of 
evidence that product was known by consuming public as being mixed 
artificial or manufactured product, and not natural fertilizer known 
as Peruvian guano. 


In equity. Action to compel registration of trade-mark. 
Judgment for plaintiff. 


P. W. McQuillen (of Sullivan §& Cromwell), of New York 
City, and Steiner, Crum & Weil, of Montgomery, Ala., 
for plaintiff. 

Harwell G. Davis, Atty. Gen., and A. A. Evans, Asst. Atty. 
Gen., for defendant. 


Crayton, D. J.: The jurisdiction of this court is invoked by 
the plaintiff, a Connecticut corporation, to restrain the defendant, 
individually and as the commissioner of agriculture and industries 
of the state of Alabama, from an alleged arbitrary and unwar- 
ranted refusal of such commissioner to permit the registration of 
the plaintiff's trade-mark or trade-name used in the sale of com- 
mercial fertilizer. 


Summarizing the bill of complaint, the plaintiff is, and for 
many years has been, engaged in the manufacture of commercial 
fertilizer composed of various ingredients appropriate and valuable 
for that purpose, and had sold in the state of Alabama and through- 
out the southern territory under brands and trade-names which had 
been registered in accordance with the laws of the state from year 
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to year from the inception of its business. About the year 1868 
plaintiff's predecessor in interest began the manufacture and sale 
of fertilizer composed of ingredients blended according to private 
formula, put up in bags, upon which were printed or stamped the 
fanciful name, “Sea Fowl,” and on which bags was printed the 
picture of a duck or sea fowl, accompanied by the statement on 
each bag in large type, ‘““Manufactured by the American Agricul- 
tural Chemical Co., Montgomery, Ala.,” together with the print of 
the guaranteed analysis. This name and sign had been continuously 
used by the plaintiff's predecessor in interest until about 1911, when 
plaintiff acquired the fertilizer business and property rights, in- 
cluding the trade-names, etc., and had continued without interrup- 
tion the manufacture and sale of fertilizer under that name or 
brand to the present time. Such brand had been registered in ac- 
cordance with the laws of the state of Alabama since the enactment 
of the statute requiring registration, and about the year 1917 
plaintiff caused its said brand to be registered in the United States 
Patent Office. Plaintiff and its predecessor in interest, through 
extensive advertisement, and by virtue of the excellence of its 
product, had built up a large and valuable trade, which had become 
a property right of great worth. Under the laws of the state of 
Alabama then in force, all manufacturers of commercial fertilizers 
sold in the state were required to first register with the commis- 
sioner of agriculture, upon forms furnished by him, the name and 
address of the manufacturer, the name of each brand of fertilizer 
and fertilizer materials or chemicals, with the guaranteed analysis 
thereof, and the source within 10 per cent. of each material from 
which phosphoric acid, nitrogen, potash, and filler were derived, 
and the minimum percentages of available phosphoric acid, nitro- 
gen, and potash, and to renew such registration each year, such act 
making it lawful, under penalty of subjecting such goods to con- 
fiscation, for offering them for sale without being registered as 
required, and each bag or package was required to have affixed 
thereto a tag or label stating the net weight, the name or trade- 
mark employed, and the guaranteed analysis of the content. The 
statute provides that the commissioner “shall have authority to 
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prohibit the registration and sale of any fertilizer or fertilizer 
material with misleading or deceptive trade-marks or brand names, 
or carrying exaggerated claims, or containing material injurious 
to growing plants.” Laws 1923 Ala. p. 436, § 8. 

It is alleged that the plaintiff made application to the com- 
missioner for the registration of said brand or trade-name “Sea 
Fowl” for the year 1925, but the commissioner, acting in reliance 
upon the statute, had declined to allow such registration, because 
he “considered it misleading and deceptive upon the ground that 
it was not known to him to contain Peruvian guano as the source 
of 65 per cent, or more of its nitrogen content,” although the plain- 
tiff had in all respects complied with the law of the state by furn- 
ishing the requisite certificates, etc. 

The plaintiff insists that this action of the commissioner was 
arbitrary and unwarranted, and, in effect, amounted to the de- 
struction of its business and valuable property rights built upon its 
trade-mark and name; and therefore, as a result of such action, it 
would suffer irreparable injury. 

The prayer of the bill is that the defendant and agents be re- 
strained from prohibiting the registration of such brand or trade- 
name, and from refusing to accept the statement for registration 
prepared and tendered by the plaintiff, and to prevent the prohibi- 
tion of the sale of the plaintiff's product because offered for sale 
under the plaintiff’s long-established trade-name or brand. 

Preliminary injunction was granted; and the cause is now 
submitted upon the plaintiff's motion for permanent injunction. 
The averments of the bill, which have been stated, are without 
material dispute, and are supported by the testimony, oral and 
documentary, heard and considered at the trial. 

The first objection interposed to the relief prayed for is that 
the suit is in effect one against the state, forbidden by the Eleventh 
Amendment to the Constitution; and that the statute invests the 
commissioner with a discretion which is not subject to judicial 
control; and, further, that the brand or trade-name involved is 
upon its face deceptive and misleading. 

The courts have so frequently considered the objection first 
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above stated, and have so often decided it against the defendant’s 
contention, that it is not now open to controversy. The defendant's 
official position as commissioner does not place him beyond the 
reach of equitable power. He must act under the color of his 
official position, and, if his conduct is unwarranted or arbitrary, he 
is not exempt from the process of a court of equity. 

In the very recent case of Old Colony Trust Co. v. City of 
Seattle, 271 U. S. 426, loc. cit. 430, 431, 46 S. Ct. 552, 554 (70 L. 
Ed. 1019) wherein the power of the state taxing authorities was 
involved, and the point was made that the suit was in effect a suit 
against the state, the court used this pertinent language: “In short, 
the charge was that the defendants were wrongfully and abusively 
using the process of collection for a purpose and in a mode at 
variance with applicable legal and equitable principles and hurtful 
to the plaintiff. We think it apparent from this review of the bills 
that the suit was not in name or in effect a suit against the state, 
but only a suit against state agents to restrain them from wrongful 
acts threatened and attempted under color of their agency.” 

And, quoting from Hopkins v. Clemson Agri. College, 221 U. 
S. 636, 31 S. Ct. 654, 55 L. Ed. 890, 35 L. R. A. (N. S.) 243, said: 


“But immunity from suit is a high attribute of sovereignty—a pre- 
rogative of the state itself—which cannot be availed of by public agents 
when sued for their own torts. The Eleventh Amendment was not intended 
to afford them freedom from liability in any case where, under color of 
their office, they have injured one of the state’s citizens. To grant them 
such immunity would be to create a privileged class free from liability 
for wrongs inflicted or injuries threatened. Public agents must be liable 
to the law, unless they are to be put above the law.” 

To the same effect are Scully v. Bird, 209 U. S. 481, 28 S. Ct. 
597, 52 L. Ed. 899; Crescent Mfg. Co. v. Mickle (D. C.) 216 F. 
246, a case in which the state dairy and food commissioner was re- 
strained from interfering with the sale in the state of a baking 
powder made by the plaintiff, which the defendant considered to be 
adulterated and improperly labeled under the Oregon law. Coca 
Cola Co. v. Koke Co., 254 U. S. 143, 41 S. Ct. 113, 65 L. Ed. 189 
[10 T. M. Rep. 441], a case quite in point, in which the court held 
that the acts and conduct of the official complained of were sub- 


ject to judicial review and control; Dearborn Publishing Co. v. 





226 SEVENTEEN TRADE-MARK REPORTER 


Fitzgerald (D. C.) 271 F. 479; Coca Cola v. Stevenson (D. C.) 
276 F. 1010 [11 T. M. Rep. 113]; Palmetto Fire Ins. Co. v. Conn. 
Superintendent of Insurance of Ohio, (D. C) 9 F. (2d) 202; Hop- 
kins v. Clemson Agri. College, supra; Poindexter v. Greenhow, 114 
U. S. 270, 5 S. Ct. 903, 962, 29 L. Ed. 185; Philadelphia Co. v. 
Stimson, 223 U. S. 605, 32 S. Ct. 340, 56 L. Ed. 570; Johnson v. 
Lankford, 245 U. S. 541, 38 S. Ct. 203, 62 L. Ed. 460. 

In the Dearborn Case, supra, the authorities of the city of 
Cleveland undertook to prohibit the sale and distribution of what 
was deemed by them a scandalous publication, tending to create 
breaches of the peace. They insisted they were in the exercise of 
their discretion under city ordinances. The court, passing upon 
the merits, held that the acts of the officials were not justified under 
the facts, and the fact that they were in good faith constituted 
no defense to the bill. 

In this case the statute simply provides that the commissioner 
“shall have authority to prohibit the registration and sale of any 
fertilizer or fertilizer material with misleading or deceptive trade- 
marks or brand names.” If the mark or brand is in fact not mis- 
leading or deceptive, then he has no authority to interfere with its 
use. He is vested with a quasi judicial function of deciding a 


fact, and, if his decision is unwarranted, then he is exercising no 
longer the faculty of judgment, but the faculty of will, and in such 
condition it cannot be doubted that his acts are subject to review 
by the courts. If this were not so, then most valuable property 
rights could be easily destroyed without even the consideration of 
any evidence at all. 


It is familiar that, if there is a conflict between the etymologi- 
cal meaning of a word or phrase and its common or accepted or as- 
serted significance, as applied to an article of trade or commerce, 
the courts will hear evidence to determine how it is in fact under- 
stood when used in that connection. This is clearly supported by 
the trend of modern decisions. Coca Cola Co. v. Koke Co., supra; 
LeBlume Import Co. v. Coty (D. C.) 292 F. 264 [13 T. H. Rep. 
233]; Lambert Pharmacal Co. v. Bolton Chemical Co. (D. C.) 219 
F. 325 [5 T. M. Rep. 38]. This principle was applied in the 
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famous whisky decision by President Taft in 1909, wherein it was 
referred to a commissioner to ascertain from the testimony of 
competent witnesses, familiar with the trade, the meaning of the 
word “whisky,” as used in that trade. 

The evidence was taken in open court and was without mate- 
rial conflict, and supports the averments of the bill. There were 
many witnesses from various sections of the state—men of high 
character—some of them dealers and some farmers, who testified 
that they had used this brand of fertilizer for years, and were fully 
aware that they were using a manufactured fertilizer; that they 
knew this not only from the brand or design so long in 
use but from the tag also, and as well from the char- 
acter of the goods. They affirmed the excellence of the quality of 
the fertilizer, and testified, in effect, that such excellence was the 
chief inducement for its use. It did not appear that any one had 
been deceived or misled, or had assumed from the brand or other- 
wise, that the fertilizer was a natural bird manure or Peruvian 
guano. Nor did it appear that any such complaint had been made 
to the commissioner. Evidently his action was of his own motion. 
One of the leading experts in the field of fertilizer chemistry— 
an independent consulting chemist having no connection with the 
plaintiffi—testified to the high quality of the goods and the rightful 
use of the name or brand, basing his testimony upon his experience 
of over a quarter of a century, his analysis of the goods, and his 
knowledge of agricultural conditions, It was also shown that 
fertilizer under this brand had been continuously sold for half a 
century in Alabama, and that the sales in such territory had grown 
until in the year 1925 they had reached a half million dollars or 
more. Further that, while the plant handled fertilizers under other 
brands, the Sea Fowl constituted about 60 per cent. of its business 
in the Alabama territory. It was also established that a product 
from the islands of Peru, constituted of bird deposits and the de- 
cayed carcasses and feathers of sea birds, was at one period sold 
in the United States, but sold under and only under the name of 
Peruvian guano, and at a much higher price than that now com- 
manded by manipulated commercial fertilizers; that such Peruvian 
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guano was well-known and understood in the trade; and that there 
was no reasonable probability of the plaintiff's goods being mis- 
taken for Peruvian guano or the natural deposits of birds. The 
evidence is convincing that the plaintiff's product was, and had for 
many years been, known by the consuming or using public to be a 
mixed artificial or manufactured product sold under a mere fanci- 
ful name. Undoubtedly, the plaintiff has a valuable property right 
in its trade-name, and the court cannot permit the destruction of 
that right, as no substantial or justifying reason can be found. 

I am not unmindful of the duty of the court in being cautious 
of interfering with the actions of public officials, but, when the 
official exceeds his authority or duty, and under the color of his 
office would wrongfully injure or destroy valuable property rights, 
it becomes the duty of the court to intervene and protect those 
rights. The good-will in business is a valuable asset, and in mod- 
ern commercial life it is frequently built upon a trade-name. Any 
trade-mark or name not unlawful in itself nor against public policy, 
which has become of a pecuniary value or a business advantage, 


becomes a property right, and, as such, is entitled to the protection 
afforded by the courts. 

In his recent and admirable treatise, the Historical Founda- 
tions of the Law Relating to Trade-Marks, Frank I. Schechter, 
A.M., J. D. of the New York Bar, quoting from authorities, says: 


“A large part of what is most valuable in modern life seems to de- 
pend more or less directly upon ‘probable expectancies.’ It would seem 
to be inevitable that courts of law, as our system of jurisprudence is 
evolved to meet the growing wants of an increasingly complex social order, 
will discover, define, and protect from undue interference more of these 
‘probable expectancies.’ Among these ‘probable expectancies’ which courts 
of law are being called upon with ever increasing frequency to define and 
protect is good will, i. e., the expectation of the trader or manufacturer 
that he will be undisturbed in the custom or trade which the merits of his 
wares or the ingenuity of his advertising have attracted from the con- 
suming public.” 


In Union Pacific R. R. v. Chicago, R. I. §& P. R. R. Co., 163 
U. S. 600, 16 S. Ct. 1173, 41 L. Ed. 278, the court used this trite 


language with respect to the flexibility of courts of equity to con- 
form to modern business relations: 


“It must not be forgotten that in the increasing complexities of 
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modern business relations equitable remedies have necessarily and steadily 
been expanded, and no inflexible rule has been permitted to circumscribe 
them. As has been well said, equity has contrived its remedies ‘so that they 
shall correspond both to the primary right of the injured party, and to 
the wrong by which that right has been violated’; and ‘has always pre- 
served the elements of flexibility and expansiveness, so that new ones may 
be invented, or old ones modified, in order to meet the requirements of 
every case, and to satisfy the needs of a progressive social condition in 
which new primary rights and duties are constantly arising and new kinds 
of wrongs are constantly committed’.” 

It was suggested by the defendant in the argument that many 
vears ago, some forty or more, plaintiff’s predecessor had used ad- 
vertising matter in connection with the sale of its Sea Fowl guano, 
or fertilizer, carrying a fanciful design, indicating, or intended to 
indicate, that the product was a Peruvian guano or bird deposit 
and that probably the sale of the plaintiff's product was built upon 
a false basis, but there was no substantial evidence to support 
the suggestion. 

Suffice it to say that the rights of the parties are to be ad- 
judicated by the facts as they existed at the time of the filing of 
the bill, and not by what may or may not have occurred at some re- 
mote period. Coca-Cola Co. v. Koke Co., supra. 

It must be said that the print, including the picture of a bird, 
the analysis of the content, and the statement that the fertilizer 
was manufactured at Montgomery, Ala., put on the plaintiff's fer- 
tilizer containers or bags, is not deceptive or fraudulent. It is com- 
mon in trade nowadays to have the picture of an ox or something 
similar branded on commercial fertilizers containing a small amount 
of animal blood. The picture of a red steer printed on a bag of 
fertilizer would not lead even a dolt to believe that the content was 
that of an ox ground up, flesh, blood, and bone, and all dehydrated 
and pulverized, and reduced to the form of available plant food. 
It is not unusual for the picture of a hen and a basket full of eggs 
or similar emblems to be printed on chicken feed containers. I 
do not think such trade-marks could be regarded as so deceptive 
as to lead any man or woman of ordinary observation and not de- 
prived of common sense into believing that every hen, 
on account of being fed the contents, would lay a sufficient 
number of eggs to fill the bushel basket. To think such would 
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be the result would be to draw on an exaggerated imagination, for 
it would not be possible, even with the greatest wear of machinery, 
for the hen to produce so much fruit. The list of attractive trade- 
marks or signs adopted and used by the manufacturers of various 
products can be multiplied. The practice is legitimate. In the 
case at bar it is clearly stated on each container that the fertilizer 
is a product manufactured at Montgomery, and of the guaranteed 
analysis. The commissioner found fault with the plaintiff's brand, 
because the plaintiff did not omit from the print the trade-name 
“Sea Fowl” and the picture of the bird, referred to in the pleadings 
as a duck or sea fowl, which in fact appears to be the likeness of 
an albatross. It has not been shown that anybody has ever been 
deceived by the words or picture printed on the containers of the 
plaintiff's product, a popular brand of commercial fertilizer. It 
was suggested on the hearing that the brand or picture might pos- 
sibly deceive one into believing that the product was derived from 
the deposits of sea fowl, but the evidence clearly showed that no 
consumer had been so deceived or defrauded. 

In my opinion, the objection to the registration of the brand 
is without merit; it is meticulous. I think it just to treat the status 
of this case as in the indicative, and have, therefore, declined to 
conjugate it into the subjunctive mood, that the brand, including 
the picture, analysis, the words showing it is a manufactured prod- 
uct, and the place of manufacture, might in some merely possible 
instance, but not probable, deceive some one. Such notion of pos- 
sible deception seems to be, in the light of the evidence, a draft 
on the imagination, and a reflection upon people who exercise 
ordinary observation, and upon farmers and other consumers who 
can read and understand plain words of the English language. 

It is also to be said that the plaintiff's product is a good com- 
mercial fertilizer, and that the printed formula shows that the 
chemical analysis of the three principal ingredients of plant food, 
phosphoric acid, nitrogen, and potash, are of a higher percentage 
in the plaintiff's compound than what is usually shown in ordinary 
standard commercial fertilizer, 8-2-2. 

The commissioner and his department are to be commended for 
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the good work that has been accomplished and their vigilant exer- 
cise of care to prevent the sale of worthless and inferior fertilizers 
to farmers and other users, but authority has been exceeded in this 
instance. 

My judgment is that the plaintiff is entitled to the relief 
prayed for; therefore permanent injunction will be decreed. 


Vasquez v. Sociepap Murvatuista Mexicana, Inc. 


New York Supreme Court, New York County 


February, 1927 


Unram Competrrion—Srimirar Corporate Names—Deceprion or Pusuic 

AND Insgurny oF Piaintirr—INJUNCTION. 

Plaintiff, president of the Sociedad Mutualista Mexicana, an unin- 
corporated association operating in the Mexican colony in the city 
of New York, held entitled to a judgment restraining defendant, its 
officers and members, from using the list of members of plaintiff's 
association for any purpose whatsoever, and from engaging in any 
activities under the name of the association, where it appears that 
those responsible for the organization of the corporation, whose name 
is identically similar to that of plaintiff association with the exception 
of the abbreviation “Inc.,” sought to appropriate the good name of 
the association and pursue a course of action calculated to embarrass, 
not only the association, but the public generally. 

In equity. Action to restrain defendant from carrying on any 
activities under the name “Sociedad Mutualista Mexicana.” In- 


junction granted. 


Dononvz, J.: The plaintiff, as president of Sociedad Mutual- 
ista Mexicana (Mexican Mutual Aid Society), an unincorporated 
association of more than seven members, seeks to enjoin the Socie- 
dad Mutualista Mexicana, Inc., its officers and members, from us- 
ing the name “Sociedad Mutualista Mexicana,” from using the list 
of members of the association for any purpose whatsoever, from 
sending notices, letters, postal cards, or other communications of 
any kind using the association’s name, and from carrying on any 
activities under the name of the association. 

The association was organized November 4, 1924, under its 
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present name. Officers were elected in March, 1925, a constitution 
and by-laws adopted, and meetings of the plaintiff society were 
thereafter frequently held, and several social and charitable affairs 
conducted by the association. Minutes of its meetings were kept; 
it had its own bank account in the Empire Trust Company, and 
in May, 1925, at one of its regular meetings, it was voted to incorpo- 
rate the society, and one of its members was delegated to prepare 
the necessary incorporation papers. Dissentions arose among the 
members, and a few members of the society called a meeting in 
August, 1925, and on September 4, 1925, organized the defendant 
corporation. The name chosen for the defendant corporation, with 
the exception of the abbreviation, “Inc.,” thereafter, is identically 
similar to that of the plaintiff association. 

The membership of the plaintiff, as its name implies, was re- 
cruited almost exclusively from Mexicans residing in and about New 
York City. The name is a popular one, and the association, through 
its activities and membership, became well-known and favorably 
regarded in the Mexican colony. From the testimony and evidence 
submitted it is perfectly obvious that those responsible for the 
organization of the defendant corporation sought to appropriate the 
good name of the association and any advantages that might accrue 
therefrom, and have pursued a course of action well calculated to 
embarrass and confuse, not only the members of the association, but 
those persons who might be interested in its activities. The rights 
of the plaintiff cannot be thus disregarded, and incorporation will 
not protect the defendant in such usurpation. (Grand Lodge, etc., 
v. Johnson, 107 Misc. 249; Brooklyn Hebrew H. & H. v. Jewish 
Home, 117 id. 847.) 


Judgment for plaintiff. Submit decree in accordance herewith 
upon notice. 
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NaTIONAL Foop Propucts Corporation, INc. v. JELL-O 
Company, INc. 


Court of Appeals, District of Columbia 
May 2, 1927 


Trape-Marks—Conruictinc Marxs—“Met-O” Hetp to Conriicr wIitH 

“JeLt-O.” 

The word “Mel-O,” used as a trade-mark for custard powder, 
held to conflict with “Jell-O,” used with priority by opposer for the 
Same goods. 

On appeal from the decision of the Commissioner in a trade- 
mark opposition. Affirmed. For the Commissioner’s decision, see 


16 T. M. Rep. 134. 


D. P. Wolhaupter, of Washington, for appellant. 
J. L. Norris and W. G. Henderson, both of Washington, D. C., 
for appellee. 


This appeal challenges concurring decisions of the Patent 
Office sustaining the opposition of The Jell-O Company, Inc., to the 
registration of the word “Mel-O” as a trade-mark upon application 
of the National Food Products Corporation, Inc. 

The opposer company is the owner of the trade-mark “Jell-O” 
which it and its predecessors have advertised at great expense 


since the year 1900, and which has become and is a very valuable 


asset in trade. The mark is used on a mixture containing gelatine, 
for making certain desserts, and also on a mixture containing no 
gelatine, for use in making desserts having the characteristics of ice 
cream, puddings and various other similar desserts. The company’s 
predecessors obtained registration of the mark “Jell-O” on May !9, 
1903, and September 22, 1908, the latter registration being for use 
upon a “compound used in the preparation of jellies, desserts, pas- 
tries and ice cream.” 

The applicant company seeks registration of the notation 
“Mel-O” placed upon a spotch of color contrasting with the letters, 
used for a custard powder, for making custards, puddings and pies; 
use being claimed since February 238, 1923. 
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The mixture of the applicant resembles that of opposer; they 
are both in powdered form; they are put up in the same manner; 
they sell for practically the same price; and are prepared for con- 
sumption in substantially the same manner. They are clearly goods 
of the same descriptive properties. H. Wolf § Sons v. Lord and 
Taylor, 41 App. D. C. 415 [4 T. M. Rep. 219] ; Oppenheim, Obern- 
dorf & Co. v. President Suspender Co., 55 App. D. C. 147 [15 
T. M. Rep. 80]. 

The opposition is based upon the ground that “Mel-O” is de- 
ceptively similar to opposer’s trade-mark “Jell-O,” and when so 
applied to the same description of goods, will likely cause confusion 
in trade to the serious injury of the opposer. 

Each party has taken considerable testimony in the case, and 
both have filed briefs. We do not find it necessary, however, to 
enter here into a detailed discussion of the evidence and arguments, 
for in our opinion the words “Jell-O” and “Mel-O” are so obviously 
similar both in sound and appearance that the use of both as trade- 
marks upon goods of the same descriptive properties would mani- 
festly be likely to mislead the purchasing public, and produce con- 
fusion in the trade. National Biscuit Co. v. J. B. Carr Biscuit Co. 
55 App. D. C. 146 [14 T. M. Rep. 516]; The Coca-Cola Co. v. 
Chero-Cola, 51 App. D. C. 27 [11 T. M. Rep. 252]; The Thomas 
Mfg. Co. v. The Aeolian Co., 47 App. D. C. 376 [8 T. M. Rep. 
151]. The conclusion cannot be avoided that this would result in 
prejudice and loss to the opposer company. Patton Paint Co. v. 
Orr’s Zinc White, Ltd., 48 App. 228 [9 T. M. Rep. 74]; O. & A. 
Thum Co. v. Dickinson, 46 App. D. C. 306 [7 T. M. Rep. 283]. 

The decision of the Commissioner of Patents is affirmed. 
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New Merropouitan Fiction, Inc. v. Dett Pusiisnine Company 
Court of Appeals, District of Columbia 
May 2, 1927 


Trape-Marxks—ConrFuictinc Marxs—“Mopern Marriace” Herp to Con- 
FLICT WITH “MarriaGe” anp “MarriaGe Stories” as Macazine 
TIres. 

The word “Marriage,” used as title of a monthly magazine, held 
to be confusingly similar to the titles “Modern Marriage” and “Mar- 


riage Stories,” similarly used; and the decision of the Commissioner 
was affirmed. 


M. T. Fisher, of Washington, D. C., for appellant. 
C. R. Allen, of Washington, D. C., for appellee. 


An appeal from a decision sustaining an opposition to the regis- 
tration of a trade-mark. Affirmed. 

For the Commissioners decision see 16 T. M. Rep. 136. 

The New Metropolitan Fiction, Inc., applied for the registra- 
tion of the notation “Modern Marriage” as the title for a monthly 


magazine. Whereupon the Dell Publishing Company filed an oppo- 
sition to the registration, based upon its prior marks “Marriage,” 
registered November 11, 1924, and “Marriage Stories,” registered 
July 22, 1924, both of which are used by it upon magazines. 

The applicant has taken no testimony, and accordingly relies 
for its effective date of adoption and use upon the date of its appli- 
cation, to wit, October 27, 1924. The opposer has established by 
testimony a priority of adoption and use of its registered marks 
from a time prior to the filing of the present application. The op- 
position was sustained by concurring decisions in the Patent Office. 

“It is not disputed, it could not be disputed under the authori- 
ties that the title of a publication may become a trade-mark.” New 
York Herald Co. v. Star Co., 146 Fed. 204, 38 Cyc. 740; Cannet 
v. Rupert, 127 Fed. 962. The only question therefore is whether 
the name “Modern Marriage” is sufficiently similar to “Marriage” or 
“Marriage Stories,’ when used as the names of magazines, as to 
likely cause confusion in the mind of the public and deceive pur- 
chasers. 
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In answering this question it should be remembered that the 
magazines in question are all monthly magazines, leading with the 
same kind of literature, and seeking their customers among the 
same class of readers. It may also be noted that this class is not 
composed of discriminating buyers; the record indeed contains testi- 
mony to the effect that “the type of people who read ‘Marriage’ 
and ‘Marriage Stories’ are usually of the same intelligence of a 
normal school child of 11 years of age.” 

We think that the names in question are confusingly similar 
when used in such competition. The word “Marriage” is the strik- 
ing and dominating term in the title ““Modern Marriage;” it is the 
only word in the title “Marriage;” and it is the prominent term in 
“Marriage Stories.” It is certainly likely that the readers of these 
magazines would not ordinarily keep the different titles in mind so 
as to distinguish between the respective publications when making 
purchases. 

In Cannet v. Rupert, supra, it is said that a person publishing 
a magazine under the name ‘Comfort’ has a trade-mark in such 
title, which is infringed by the use of the name “Home Comfort” 
for another magazine. In Vogue Co. v. Brentano’s, 261 Fed. 420 
[9 T. M. Rep. 498], the trade-mark “Vogue,” as the name of a 
magazine, was held to be infringed by the use of “La Vogue Paris- 
ienne” as the name of another publication. 

In Art Metal Const. Co. v. Textile Pub. Co., 54 App. D. C. 75 
[14 T. M. Rep. 485], it was held by this court that the name “The 
Office Economist” followed by the words “House Organ,” if used 
as the name of a publication, would so closely resemble the trade- 
mark name “Dry Goods Economist” for another publication in the 
same trade, that readers would be liable to confuse the two, and ac- 
cordingly that registration should be denied the former. 


Consistently with these views, we affirm the decision of the 
Commissioner of Patents. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Abandonment 


Kinnan, F. A. C.: Held that the United States Whip Com- 
pany is entitled to register, as a trade-mark for fishing lines, the 
words “Black Knight,” notwithstanding the prior use of the same 
mark on the same goods by the Shakespeare Company, which use 
had been abandoned prior to the use of the mark by the United 
States Whip Company. 

In his decision, after referring to the testimony as to the orig- 
inal use by the Shakespeare Company and the fact that such use had 
been discontinued in 1923, the First Assistant Commissioner said: 


“On behalf of the applicant company the evidence establishes that it 
adopted the mark about July, 1924 and used it shortly thereafter in 
commerce upon its goods and that use has been continuous to the time of 
the taking of the testimony. It is also satisfactorily shown that at one 
time the applicant adopted and used another mark, and, on receiving 
notice from the opposer of infringement of a similar mark used by the 
opposer, the applicant company desisted from the use of such mark and 
requested the opposer, in order to avoid future conflicts, to furnish the 
applicant company a list of all marks used by the opposer. In response 
to this latter request, the opposer furnished such a list, as it appeared 
in their annual catalogue of that date, but did not disclose to the appli- 
cant company the mark, the ownership of which is here at issue nor make 
any claim to any rights in such a mark. It is believed these circumstances 
alone establish a doctrine akin to estoppel since it is clear the opposer 
company should have spoken in response to the request of the applicant 
company. 


After pointing out that the opposer company was not in the 
position of one whose business had failed and, therefore, the use 
of the mark necessarily ceased and who might hope to again be 
able to resume business, but had discontinued the use while the 
company was a going concern, the First Assistant Commissioner 
said: 


“Whatever may be or have been the intentions of the opposer company 
as to again adopting and using the mark, the record is clear that from 
the fall of 1923 up to the present time, the opposer company has not used 
the mark. Under these conditions, it is difficult to conceive upon what basis 
damage by reason of confusion of goods or of reputation can be pred- 
icated. The suggestion of the opposer company that some of its goods 
sold in 1923 under the trade-mark herein issued may have remained unsold 
upon the shelves of dealers in July, 1924 is not only a mere supposition but 
is unimportant in any event. So far as the opposer company was con- 
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cerned, it had lost title to these goods and was not using the mark in any 
way upon any goods. * * * 

" “It is believed the view of the Examiner of Interferences that the 
record does not show opposer is using the mark in any manner at all, 
much less in a manner whereby confusion of goods or of reputation is 
possible, is sound.’ 


Conflicting Marks 


Kinnan, F. A. C.: This case comes on for review on appeal 
of the applicant, John Wanamaker, of the decision of the Examiner 
of Trade-Mark Interferences sustaining the opposition filed by the 
Warner Brothers Company, and adjudging the applicant company 
not entitled to the registration for which it has applied. 

The applicant seeks registration of the notation ‘“‘Readleaf” 
together with the picture of a leaf for use on corsets. The opposer 
claims registration No. 35761 registered January 5, 1901, and No. 
45584, registered August 22, 1905, of the mark “Redfern” used 
likewise upon corsets. 

The last noted registration has been renewed August 22, 1925. 
Continuous use of the mark by opposer is alleged since about the 
first of June, 1894. The sole ground of the opposition is probable 
confusion of trade by reason of the alleged resemblance of the 
marks, the goods being identical. 

Neither party has taken testimony but a stipulation has been 
submitted which sets forth adoption by the opposer of the trade- 
mark for corsets as early as June, 1894, and continuous use since 
that date. It is further set forth in the stipulation that the oppo- 
nent has widely advertised its goods under its trade-mark at great 
expense, the total expenditure since 1904 for advertising being 
stated to be $1,814,826. 

In the year 1920, opposer expended in advertising its Red- 
fern garments some $213,407. The sales of goods under opposer's 
trade-mark from 1904 to 1925 is stipulated to have totaled over 
eleven and a quarter million dollars. The mark has been registered 
in certain foreign countries, and on March 29, 1921, was registered 


* Shakespeare Company v. U. S. Whip Company, 151 M. D. 396, Jan. 
28, 1927. 
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for brassieres, bandeaux, camisoles and corset-covers, registration 
No. 141011. 

It is further stipulated that the applicant adopted its trade- 
mark Redleaf for broad silks, dress silks, and piece silks as early 
as April 15, 1895, the notation including a pictorial representation 
of a red maple leaf, and such use by the applicant of its mark has 
continued to the present time. In 1908, the applicant extended the 
use of its mark to outer garment apparel, and also to shoes, to va- 
rious kinds of clothing, mainly rubber and fabric combinations, rid- 
ing boots, ete. 

The applicant’s mark was, as set forth in the stipulation, ex- 
tended on August 31, 1923, to soaps, and on September 18, 1923, 
to underwear of one and two piece suits, which latter use has con- 
tinued to the present date. The extension of the mark of the appli- 
cant to corsets is stipulated to have been made September 30, 1924. 

In some of the specimens filed on behalf of opposer, there are 
other features shown on the labels in connection with the mark 
Redfern, but on other of the specimens the notation Redfern appears 
alone. It is not apparent the applicant company has used its nota- 
tion apart from the representation of the leaf. The registrations 
obtained by the applicant company all disclose the leaf. 

From the foregoing, it is apparent the sole question here to 
be considered is the similarity of the marks, since the goods are the 
same, corsets, and it is admitted the opposer first adopted and used 
its mark upon this class of goods. Both marks contain the same first 
syllable but differ as to the last syllable in sound, spelling and 
appearance. There is, however, a somewhat similar significance 
which may be attached to these different suffixes or second portions 
of the marks. 

A red fern necessarily has red leaves although a red leaf is, 
obyiously, not necessarily the leaf of a fern. The two marks, when 
each is viewed in its entirety, possess considerable similarity which 
would seem to outweigh their differences. A purchaser does not 
have both marks simultaneously presented for comparison but often 
has a mere recollection of a mark. Under such conditions, it would 
seem that some confusion is probable. There being in any event a 
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reasonable doubt as to this matter of confusion, it is believed the 
Examiner of Interferences was right in resolving that doubt against 
the newcomer. 

The decision of the Examiner of Interferences sustaining the 
opposition and adjudging the applicant not entitled to the registra- 
tion for which it has applied is affirmed.’ 


Descriptive Forms 


Moore, A. C.: This is an appeal from the decision of the 
Examiner of Trade-Marks refusing to register the appellant’s trade- 
mark “Kantsag,” applied to bed springs. 

The ground on which the refusal is based is that the mark is 
descriptive of the goods. 

The Act of February 20, 1905, Sec. 5 (Trade-Mark Laws of 
the United States), specifically provides: 


“That no mark which consists * * * merely in words or devices which 
are descriptive of the goods with which they are used, or of the character 
—— of such goods, * * * shall be registered under the terms of this 

The question for decision, therefore, is whether the words Kant 
Sag, written as one word, are descriptive of bed springs, or of the 
quality or character of such springs. 

It is a well-known fact that many bed springs possess the un- 
desirable characteristic of sagging. The word “Kantsag” when 
applied to bed springs is clearly descriptive of | the 
property, quality or characteristic of the goods, conveying 
to the mind of the average person the idea that the springs 
cannot sag; that they are sustained in a substantially horizontal 
plane. It is believed that every manufacturer of bed springs, and 
every trader in bed springs, has the right to use the term Kantsag 
or any other term of like import to describe this characteristic of his 
goods. 

It has been held repeatedly that marks which are descriptive of 
functional characteristics of the goods to which they are applied are 


*The Warner Brothers Company v. John Wanamaker, Philadelphia, 
151 M. D. 454, April 30, 1927. 
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not registrable as technical trade-marks. See the following cases: 

“Kantleek,” for atomizers, water bags, etc. (In re The Seam- 
less Rubber Company, 153 O. G. 547; 34 App. D. C. 857; 1910 
C. D. 842); 

“No sag,” for hand bags. (In re Freund Bros. and Company, 
169 O. G. 206; 87 App. D. C. 109; 1911 C. D. 405); 

“Neversrink, for shirts and dresses (6 T. M. Rep. 391); 

“Kant Slip,” for feeding roll (8 T. M. Rep. 229) ; 

“Puncture Proof,” for hosiery (A. B. Andrews Company, 151 
O. G. 740; 1910 C. D. 82). 

In view of the above, the decision of the Examiner of Trade- 
Marks is affirmed.® 


Functional Part of Goods 


Kinnan, F. A. C.: This case comes on for review, on appeal 
of The Pietzuch Wonder Arch Guide Heel Co., applicant, of the 
decision of the Examiner of Trade-Mark Interferences sustaining 


the opposition filed by Thomas G. Plant Co., and adjudging the 
applicant not entitled to the registration for which it has made 
application. 

The applicant seeks registration of a trade-mark comprising 
the representation of a rubber and composition heel for footwear, 
the heel being shown in substantially two equal sections, one being 
white and the other black, united in a common or unitary article. 
The opposer claims to have used and placed upon the market for a 
considerable number of years a heel of this general character and 
urges in support of its opposition that it will suffer damage by the 
granting of the registration to the applicant company and also that 
the applicant has never used the contrasting colorings as a trade- 
mark on this article, and that such contrasting colors do not consti- 
tute a registrable trade-mark. 

The applicant claims its use of the mark on the goods to have 
been continuous since about April 6, 1916. The applicant is the 
owner of a patent No. 1264127, issued April 23, 1918, for a heel for 


* Application of Northwestern Bedding & Mfg. Co., 151 M. D. 448, 
April 25, 1927. 
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footwear having one-half of less resiliency than the other half. 
While the patent does disclose, apparently merely for illustrative 
purposes, a contrast between the two portions of the heel, yet the 
patent does not state there is any difference in color between the 
sections of the complete article. The applicant does admit, how- 
ever, (XQs. 85 to 87), that the two color heel, the representative 
of which he seeks to register as a trade-mark, does in fact possess 
the features of contrasting resiliency claimed in his patent. The 
specimen filed in connection with the application also discloses this 
heel with the greater and lesser resiliency in its two halves, which 
constitutes the feature of the patent. It is evident, therefore, that 
the applicant actually applies its contrasting colors to the heel 
made according to its patent. 

The opposer alleged, in its complaint or opposition, that the 
applicant produced these contrasting colors as a part of the process 
of manufacturing the heel of the patent. The applicant, in its 
answer, failed to deny this allegation. By strict construction, such 
failure should be deemed an admission of the truth of the allegation 
of the opposer. Subsequently, after the decision of the Examiner of 
Trade-Mark Interferences adversely to the applicant had been ren- 
dered, the applicant sought to reopen the proceedings to take testi- 
mony to establish that the contrasting colors were not merely a part 
of the manufacture of the patented heel. The motion to reopen was 
denied on the ground of delay and lack of excuse. The office, in 
consequence, has no showing in the record upon which to base a 
conclusion that the contrasting colors are not incidental to the 
process of the manufacture of the patented heel. It is, however, 
a matter of common knowledge to workers in this art that the 
usual way to increase the hardness or lack of resiliency of rubber is 
to lengthen the period of curing and frequently to add a somewhat 
larger percentage of sulphur. Neither of these steps would produce 
a contrast at all noticeable between the less resilient and the more 
resilient portions of the heel. The teachings of the art of rubber 
manufacture do not support the view that the contrasting appear- 
ances of the two portions are incidental to or involved in the neces- 
sary process of manufacturing the patented heel. The coloring mat- 
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ters are added, it is true, in the process of manufacture and be- 
come permanent ingredients of the two sections of the heel. Under 
these circumstances, it would seem improper to hold that the heel 
with its two contrasting colors is necessarily one that is protected 
by the patent. 

It has been urged on behalf of the opposer that the applicant 
has not shown trade-mark use and that merely coloring the two 
portions of the heel in the manner disclosed does not constitute 
trade-mark use in any event. The holding of the former Commis- 
sioner in the case of Goodyear Tire and Rubber Co. v. Firestone 
Tire and Rubber Co., 240 O. G. 641 [7 T. M. Rep. 401], has been 
cited by opposer. In that case, it was held that a tread of one color 
and the sides of a second distinctive color on an automobile tire 
did not constitute a trade-mark because the coloring was functional, 
ornamental and there existed the necessity of having the tread of the 
tire of a different grade or kind of rubber from that constituting the 
sides of the tire. It may be argued in connection with this tire 
case, as it has been in connection with the case at bar, that the 
contrasting colors were not necessarily present because of the dif- 
ferent grades of goods constituting the tread and sides of the tire, 
but the fact remains that such was the actual character of the goods. 

Without deciding the academic question as to whether the 
representation of a heel of the character disclosed in the application 
for registration may constitute a valid trade-mark, it is believed the 
applicant has used these contrasting colors to obtain the function 
of ornamentation and of readily suggesting to the shoe repairer 
which portion of the heel has the lesser resiliency so that such 
repairer will correctly apply the heel to correct, as described by the 
applicant in its patent, the defects in the wearer’s manner of walk- 
ing. So far as the specimens of the goods filed by the applicant 
show, the contrasting colors are intended to disclose or indicate the 
difference in the resiliency of the two heel sections. Under these 


circumstances, it would seem the applicant has not shown trade-mark 
use. 


The decision of the Examiner of Interferences sustaining the 
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opposition and adjudging the applicant not entitled to the regis- 
tration applied for is affirmed.‘ 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: This case comes on for review, on appeal 
of Paxton and Gallagher Co., of the decision of the Examiner of 
Interferences sustaining the opposition filed by the Schulze Baking 
Co., and holding that the applicant is not entitled to register the 
term ““Butter-Nut” as a trade-mark for pancake flour because of 
the prior use by the opposer of that mark on bread. 

The principal ground on which the applicant rests its appeal 
is that the goods are not of the same descriptive properties and, 
therefore, no injury can occur to the opposer by the registration of 
the mark to the applicant. In support of it contention, attention 


is called to a large number of decisions both of this office and of the 
courts. 


In the case of R. H. Macy & Co., Inc. v. Manbeck Baking 


Company, 351 O. G. 441 [16 T. M. Rep. 136], it was held that 
bread and flour are goods of the same descriptive properties and that 
a party was not entitled to register for bread a mark which had 
been previously used by another on flour. 

It is not deemed necessary to enter into a detailed discussion as 
to whether gems, rolls and muffins, which applicant advertises can 
be made of its pancake flour, come within the generic term bread 
as used in certain parts of the country. It is true that bread is 
generally interpreted with reference to trade-marks applied to it, 
as the ordinary baker’s bread, which is sold by the loaf. It is 
believed, however, that especially in view of the manner in which 
pancake flour is sold, namely, in small cartons and in the same 
stores which sell bread, the ordinary person accustomed to buying 
the Butter-Nut bread of the opposer and seeing that mark on a 
carton of pancake flour would be confused as to the origin of the 
goods. In this sense pancake flour and bread are goods of the 


*Thomas G. Plant Co. v. Pietzuch Wonder Arch Guide Heel Co., 
151 M. D., 450, April 28, 1927. 
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same descriptive properties within the meaning of the Trade-Mark 
Act. 

A number of the decisions which the applicant cites must be 
read in view of later holdings. The trend of later decisions is to 
give a wider scope to a trade-mark, especially where it is an arbi- 
trary mark, such as in the present case, and to hold that another 
party may not use that mark on allied goods. Certainly pancake 
flour and bread are much closer both in the manner of their use and 
in the general line of trade than are the syrup and pancake flour 
involved in the so-called Aunt Jemima case (Aunt Jemima Mills 
Co. v. Rigney § Co., 247 F. R. 407 [8 T. M. Rep. 163]). 


Applicant cites and quotes from the decision of Rosenberg 
Bros. & Co. v. Elliott, 3 F. R. (2d) 682 (15 T. M. Rep. 295), in 
which the District Court held that hats are not of the same descrip- 
tive properties as overcoats, vests and trousers. It is to be noted 
that that case was reversed on appeal by the Circuit Court of 
Appeals and the defendant was enjoined from using the mark of the 
plaintiff on hats, 7 F. R. (2d) 962 [15 T. M. Rep. 479]. 

The decision on that appeal is of particular interest in this con- 
nection for the reason that it points out very clearly what has been 
referred to above as the trend of the more recent decisions. In 
its decision, the Court said: 

“But on a charge of infringement courts, advancing a step from the 
old law, are today less concerned with the species than with the class of 
goods on which a trade-mark has been used. When it has been used by 
the owner and by another on goods of the same class, though different in 


species, the question whether they are so closely related—so near akin— 
as to be regarded as having the ‘same descriptive properties’ arises.” 


And then, after referring to the Aunt Jemima case above cited, 
said: 


“The Court announced the principle that ‘goods though different may 
be so related as to fall within the mischief which equity should prevent,’ 
noting that flour and syrup, though different, are food products, common- 
ly used together, and that the public, seeing the flour mark on syrup, would 
conclude that it was made by the owner of the mark on this mistaken 
belief the public would be imposed upon and the wrongful user would 
reap the benefit of the owner’s reputation and advertisement.” 


The Court then pointed out that when a trade-mark has gained 
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a place in the public mind and has come to be regarded as a guar- 
antee of quality, the public is entitled to be protected from decep- 
tion in its use. 

With reference to the specific goods, the Court said: 


“It is common knowledge that men’s clothing and men’s hats and caps 
are worn together. According to the evidence in this case they are ordi- 
narily sold together. They flow through the same channels of trade. 
Dealers in this country who sell men’s suits and overcoats almost uni- 
versally sell men’s hats and caps. And they are advertised together.” 


In the present case, it appears that prior to any use of the 
mark by the applicant the opposer had established a very large 
business and advertised its goods very extensively and at great ex- 
pense. In the brief for applicant, reference is made to the use of 
this mark for several years. That use, however, was not on the 
goods for which the mark is now sought to be registered but on 
tea and coffee. Obviously, the fact that this mark had been used 
and registered by applicant for tea and coffee would afford no 
ground for holding that it had the right to register it as applied 
to pancake flour. 

It is interesting to note that, while in the stipulations filed in 
lieu of testimony (paragraph 8 of the stipulation filed as the record 
for Paxton and Gallagher) it is stated that applicant purchased the 
business and good-will of the Poage-Wall Milling Co., in connec- 
tion with the sale and distribution of Butter-Nut wheat flour includ- 
ing the registration of that mark, in the stipulation filed as rebuttal, 
it is admitted that the Poage-Wall Co., had entirely gone out of busi- 
ness two years before the alleged transfer and that at the time of 
the alleged transfer “that company did not have any business or 
good-will in connection with the manufacture or sale of flour and 
did not have any such business of good-will subsequently to about 
March, 1924.” The assignment was dated February, 1926. 

In other words, applicant has sought to sustain its rights by the 
purchase of a naked trade-mark right unaccompanied by any busi- 
ness or good-will therein, although it is well settled that such a 
purchase gives the buyer no right in the mark. Hanover Star Mill- 


ing Co. v. Metcalf, 224 O. G. 1407, 240 U. S. 403 [6 T. M. Rep. 
149]. 
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Even if the case could be regarded as a close one, under the 
well settled doctrine that doubts must be resolved against the new- 
comer, the opposition should be sustained. 


The decision of the Examiner of Interferences is affirmed.® 


Goods of Same Descriptive Properties 


Moorg, A. C.: This is an appeal by the applicant, The Peck 
Engraving Company, from the decision of the Examiner of Trade- 
Marks, refusing to register the applicant’s trade-mark for writing 
paper. 

The trade-mark consists of the notation “Beaver Bond” with 
the representation therebeneath of a beaver. The word “bond” 


is disclaimed separate and apart from the mark as shown in the 
drawing. 


The Examiner bases his refusal to register the said mark in 
view of prior registration No. 139776 to the Chatfield and Woods 
Co. for wrapping paper, said registration consisting of the nota- 


tion “Beaver Kraft’’ and the representation of a beaver, the nota- 
tion being arranged between two concentric circles, and the repre- 
sentation of a beaver being arranged within the inner circles. 

The position of the Examiner is that the “applicant has bodily 
lifted the only significant features of the registrants’ mark and 
has contributed nothing else to its mark,” citing Carmel Wine Co. 
v. California Winery, 174 O. G. 586, 1912 C. D. 428 [2 T. M. 
Rep. 33]; also, that no room for question appears as to the similar- 
ity of the goods of the respective companies; that nearly every re- 
tailer sells both writing and wrapping paper. 

The applicant contends that there is no such resemblance be- 
tween the two marks as would be likely to cause confusion or mis- 
take in the mind of the public or to deceive purchasers, when ap- 
propriated to goods of the same descriptive properties; also, that 
the goods of the respective companies are not of the same descrip- 
tive properties, citing in support of the latter proposition the de- 


* Schulze Baking Co. v. Paxton & Gallagher Co., 151 M. D. 443, April 
20, 1927. 
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cision in National Cash Register Co. v. The National Paper Prod- 
ucts Co. (297 F. 351, 322 O. G. 502). 

The applicant calls attention to registration No. 129658 to 
the H. B. Cook Company for the trade-mark “Beaver,” applied 
to carbon paper, as showing that the office has recognized a reg- 
istrable distinction between marks comprising the notation “beaver” 
when appropriated in different kinds of paper. 

I agree with the Examiner of Trade-Marks that there is such a 
close resemblance between the applicant’s mark and registration 
No. 139776 as to be likely to cause confusion or mistake in the 
minds of the public when the two marks are appropriated to mer- 
chandise of the same descriptive properties. The notation 
“Beaver” and the representation of a beaver are clearly the domi- 
nant characteristics of each mark, the characteristic by which the 
goods are identified in commerce. 

It is also believed that writing paper and wrapping paper 
are merchandise of the same descriptive properties, in the trade- 
mark sense of the term. It is true that writing paper is distin- 
guishable from wrapping paper, but the two standing side by side 
and carrying the same or equivalent identifying trade-mark would 
naturally convey to the public the idea of common authorship or 
ownership. 

The decision of the Examiner of Trade-Marks is affirmed.® 


Kinnan, F. A. C.: This case comes in for review, on appeal 
of the opposer, Reid, Murdoch & Company, of the decision of the 
Examiner of Trade-Mark Interferences dismissing the opposition 
and adjudging the applicant, Fillmore Citrus Fruit Association, en- 
titled to the registration for which it has applied. 

The applicant company seeks registration of the word “Oriole” 
as applied to fresh citrus fruit, namely, oranges, lemons, and 
grapefruit. The specimens filed, showing the actual use of the 
notation, disclose it used with the representation, of a bird standing 


upon a limb and also representation of some fruit, either lemons or 
oranges. 


* Ex parte The Peck Engraving Company, 151 M. D. 437, April 5, 1927. 
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The opposer uses the same word in connection with the repre- 
sentation of a bird with extended wings in the act of flying, while 
the name of any one of a number of fruits may appear. The op- 
poser alleges ownership of registration No. 13144, March 16, 
1886, for the trade-mark “Oriole,” used on canned fruits, as well 
as dried fruits, including grapefruit, apricots, pears, gooseberries, 
pineapple, peaches, cherries, etc., and a large number of other 
fruits as disclosed in some 25 or more exhibits. Some uses by op- 
poser show representations of the fresh fruits themselves. There 
is a very marked similarity between the letters used by the appli- 
cant and the opposer, particularly the consonants. 


Both parties have taken testimony and it appears the opposer 
has used its mark from a period antedating the adoption and use 
by the applicant company 40 years or so. The opposer has built 
up a large business and is in possession of a very valuable good- 
will as an asset to its business. There is no showing of actual con- 
fusion, although the applicant alleges use of its mark for quite a 


number of years. 


The Examiner of Interferences found the marks confusingly 
similar but was unable to find an adjudicated case holding that 
the goods upon which the opposer uses its mark possess the same 
descriptive properties as those upon which the applicant uses its 
mark. A considerable number of cases have been cited by op- 
poser and these have been commented upon by the applicant. The 
inference to be drawn from such cases, while helpful, is not com- 
pletely determinative of the instant case. 

It would seem the goods are sold by the same stores to the 
same class of customers, and in small quantities. Under such cir- 
cumstances, no very great thought is given to the making of a pur- 
chase. The goods have the same origin in the sense that fruit is 
first grown in the orchard and thereafter the opposer cans it before 
marketing it, while the applicant omits this step and markets the 
fruit in its fresh state. It would seem confusion would be probable 
if the marks were distinctive and purely fanciful. 

It is thought the doctrine announced in the case of France 
Milling Co., Inc. v. Washburn-Crosby, Inc., 7 Fed. (2d) 304, 
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C. C. A. 2d Cir., has a bearing upon the case here under review. 
That Court noted what was accepted practice before, and stated that 
broader protection will be granted where a purely fanciful mark 
has been adopted, used and given wide publicity, than where some 
word in ordinary use has been adopted in a phrase which is com- 
monplace and somewhat suggestive. 

The opposer’s mark is striking and fanciful and very apt to 
be remembered by purchasers. The goods will be very apt to be- 
come known as the “Oriole” brand. While purchasers would not 
confuse canned goods with fresh goods of the same general char- 
acter, yet being familiar. and satisfied with opposer’s Oriole goods, 
such purchasers would be apt to think the fresh fruit carrying the 
same or substantially the same fanciful and attractive mark had 
the same origin. 

It is believed the applicant, having had an unlimited field 
from which to select its mark, should not have chosen one substan- 
tially the same as that of the opposer. William Waltke & Co. v. 
George H. Schafer §& Co., 273 O. G. 630, 49 App. D. C. 254 [10 


T. M. Rep. 246]. The doubt, if any, must be resolved against the 
newcomer. 


The decision of the Examiner of Trade-Mark Interferences 
is reversed, the opposition is sustained, and it is adjudged the 
applicant company is not entitled to the registration for which it 
has applied.’ 


Non-Conflicting Marks 


Kinnan, F, A. C.: This case comes on for review, on appeal 
of the opposer, Cardo-Hyde Company, of the decision of the Ex- 
aminer of Trade-Mark Interferences dismissing the opposition and 
adjudging the applicant, Jacob C. Schachet, entitled to the regis- 
tration for which he has applied. 

The applicant seeks registration of the notation “Carbo-Hide,” 
arranged in a somewhat peculiar or unusual manner, the first por- 
tion of the H. being extended beneath the four letters ARBO while 


*Reid, Murdoch & Company v. Fillmore Citrus Fruit Association, 
151 M. D. 452, April 29, 1927. 





DECISIONS OF THE COMMISSIONER OF PATENTS 251 


the initial C embraces a portion of the complete notation including 
the extended part of the letter H. The mark is used upon rubber 
soling materials. 

The opposer alleges ownership of the mark “Cordo-Hyde” 
used upon shoestrings and laces. The opposer raises two statu- 
tory grounds, confusion in trade and the use of opposer’s corporate 
name. 

The applicant has not taken any testimony and that taken by 
the opposer is not very extensive, but it is sufficient to show prior 
adoption and use by the opposer of its mark upon its goods. It 
has also been established by opposer that its goods under its mark 
have been widely and extensively advertised and the favorable 
knowledge of such mark and goods constitutes a valuable asset to 
opposer’s business. 

The Examiner of Interferences noted the difference between 
the two marks and also between the goods to which these respective 
marks are applied and held such differences cumulative in their 
effect in preventing probable confusion in trade. It is thought 
proper to consider both of these features in reaching a decision in 
a given case. 

The applicant’s mark suggests, to some extent at least, the 
goods upon which it is applied, carbonized, vulcanized rubber soles. 
The opposer’s mark has a different significance, if it has any 
significance at all, and would suggest the goods were cords made by 
someone whose name was Hyde. It may be “Hyde” would have 
some suggestion, in connection with shoestrings, of hide. 

In any event, it must be held there is no similar significance 
in connection with the two notations. There is some similarity of 
appearance, sound and spelling. Shoestrings must be regarded 
as belonging to a different class of goods, notwithstanding they 
may be used upon a shoe to which the applicant’s rubber sole has 
been attached. 

While these two kinds of goods, shoe strings and rubber soles, 
are sold in the same market, they are generally sold to different 
classes of customers. Purchasers frequently buy shoestrings 
while such purchasers would not buy rubber shoe soles. 
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It is not believed the applicant’s mark can be considered as 
constituting merely the name of the opposer company. There is a 
difference in the spelling and in the significance of the two nota- 
tions. In the cases to which opposer invites attention and in 
which the applicant was held to have adopted the corporate name 
of the opposer, the applicant had copied a part of the identical 
name of the opposing company. 

It is not believed the case of The Duro Pump §& Manufacturing 
Co. v. California Cedar Products Co., 344 O. G. 1058 —, App. 
D. C. — [16 T. M. Rep. 87], or that of the American Steel 
Foundries v. Robertson, Commissioner of Patents and Simplex 
Electric Heating Co., 842 O. G. 711 —, U. S. — [16 T. M. Rep. 
51], furnishes a basis for sustaining the opposition in the instant 
case. 

The decision of the Examiner of Trade-Mark Interferences 
dismissing the opposition and adjudging the applicant entitled to 
the registration for which he has applied is affirmed.® 


Part of Corporate Name 


Kinnan, F. A. C.: This case comes on for review on appeal 
of the applicant, Emmet A. Jones, of the decision of the Examiner 
of Trade-Mark Interferences sustaining the opposition filed by 
the Goodall Worsted Co., and holding that applicant is not en- 
titled to register as a trade-mark for overalls, a mark consisting of 
the word “Goodalls.”” As shown in the specimens and drawing 
the letters G and S are larger than the other letters and the tops 
and bottoms, respectively, of the larger letters are connected by a 
curved line so that these lines and the G and S form an irregular 
shaped figure enclosing the letters “Oodall.” 

The notice of opposition was based upon the opposer’s cor- 
porate name on the ground that the mark sought to be registered is 
so similar to the essential part of that name that confusion would 


be likely to occur, since the opposer is engaged in the manufacture 
of clothing. 


* Cordo-Hyde Company v. Jacob C. Schachet, 151 M. D. 456, May 3, 
1927. 
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It appears from the testimony that the Goodall Worsted Co. 
has been in existence for many years and is engaged in the manu- 
facture of materials for making men’s clothes and other fabrics, 
the principal line of their production being what is known as “Palm 
Beach” cloth. It appears that all Palm Beach suits have attached 
thereto a label, bearing, in addition to the words “Palm Beach,” 
the statement “Trade-Mark owned by Goodall Worsted Co.” It 
also appears that the goods are often referred to and sometimes 
marked as “a Goodall product.” 

That men’s suits and overalls are goods of the same descrip- 
tive properties is deemed to be obvious, even though overalls are 
not made of the same material a “Palm Beach” suits. 

In the case of American Steel Foundries v. Simplex Electric 
Heating Co., 342 O. G. 711, 269 U. S. 372 [16 T. M. Rep. 51], 
the Supreme Court, after referring to the provision of the Trade- 
Mark Act that no mark which consists merely in the name of an 
individual, etc., shall be registered unless written, printed or im- 
pressed in some particular manner and stating that, where the 
mark sought to be registered consisted merely in the name of a cor- 
poration, the rule of the statute, by its own terms, is absolute and 
the proposed mark must be denied registration, said: 


“But where less than the whole name has been appropriated, the right 
of registration will turn upon whether it appears that such partial appro- 
priation is of such character and extent that, under the facts of the par- 
ticular case, it is calculated to deceive or confuse the public to the injury 
of the corporation to which the name belongs.” 

In view of the testimony and of the very extensive use of the 
name Goodall by the opposer, it is thought that confusion would 
be likely to occur. 

It seems to be admitted by the appellant that this would be 
true if it was seeking to register merely the name Goodall, but 
it is argued that the marks are not confusingly similar because of 
the fact that the word sought to be registered is “Goodalls.”’ 

It is not thought that this slight difference would obviate the 
likelihood of confusion. The purchasing public would not be 
likely to notice whether the S was included in the name or not or 
draw any distinction between a case where the name used was 
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Goodall and a case where the word used was Goodalls. Nor can 
the word be held to be distinctively written as to bring it within 
the provision of the statute. Obviously, the only impression re- 
ceived from an inspection of this mark is the name itself. Mans- 
field Tire & Rubber Co. v. Ford Motor Co., 222 O. G. 1056, 44 
App. D. C. 1 [6 T. M. Rep. 141}. 

It is further not material that, as stated by the witness Jones, 
the mark was adopted to indicate that the overalls were of good 
quality ; in other words, that he originated the mark by taking the 
word “good” and prefixing it before the last syllable of the word 
“overalls.” The public usually does not know, and cares less, how 
the mark was derived, but takes the mark as it actually appears. 

The holding above reached makes it unnecessary to consider 
the opposer’s argument that the testimony shows that the party 
Jones is not entitled to register the mark because it is not owned 
by him but by a corporation which he controls. 

The decision of the Examiner of Interferences is affirmed.® 


*Goodall Worsted Co. v. Emmet A. Jones, 151 M. D. 422, April 20, 


1927. 





